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UNITED STATES PATENT AND TRADEMARK OFFICE 



Applicant : David J. Luneau Art Unit : 2746 

Issue Date: March 14, 2000 Examiner : L.Nguyen 

Serial No. : Continuation of 08/660, 814, 1 now 
U.S. Patent No. 6,038,443, Issued 

March 14, 2000 " _ 

Filed : June 10, 1996 RECEIVED 
Title : CALLING PARTY ANNOUNCEMENT APPARATUS 

AUG 2 9 2001 

Commissioner for Patents _ „„ „„,.,...„ 

Washington, D.C. 20231 OFFICE OF PETITIONS 

Status Inquiry and Petition Pursuant To 37 C.F.R. § 1.182 
To Disregard Previously Filed Request For CPA 

Applicant hereby petitions pursuant to 37 CFR LI 82 to disregard a March 14, 2000, 
request for a Continued Prosecution Application, and to treat the March 14, 2000, paper as the 
filing of a continuation application under 37 CFR 1 .53(b). 

Introduction and Summary 

The present petition and status inquiry concerns a patent application that claims priority 
under 35 U.S.C. § 120 from United States Patent Application Serial No. 08/660,814 ("the '814 
application' 5 ). The patent application in question was filed on March 14, 2000. Although the 
March 14, 2000, patent application should have been filed as a continuation application under 37 
CFR 53(b), it was instead filed as a continued prosecution application (CPA) under 37 CFR 



1 This application was erroneously designated a "continuing patent application" in the filing papers, and a petition is 
pending to change the designation to a continuation application. 

06/28/2001 SLUANG1 00000105 08660814 certificate of mailing by first class mail 

01 FC : 122 130. 00 OP 1 hereb Y certif y under 37 CFR § 1 -8(a) that this correspondence is being 

deposited with the United States Postal Service as first class mail with 
sufficient postage on the date indicated below and is addressed to the 
Commissioner for Patents, Washington, D.C. 20231 . 

August 24, 2001 
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53(d). This situation was the subject of a petition filed on June 10, 2000. However, no action 
has apparently been taken on the previous petition, and Applicant seeks to inquire into the status 
of that previous petition. In addition, in accordance with MPEP § 201.06(d), as further support 
for the relief requested in the June 10, 2000, petition, Applicant requests the PTO to disregard 
the previous request for a CPA, and to treat the March 14, 2000, patent application as having 
been filed on that date under 37 CFR 53(b). 

Facts 

1 . On December 1 3, 1 999, Applicant paid the issue fee for the '8 14 application. 

2. On March 14, 2000, Applicant's previous counsel filed a Continued Prosecution 
Application for the '814 application, stating in part "this application is a continued 
prosecution application of U.S. Patent Application Serial No. 08/660,814, filed June 
10, 1996." 

3. Also on March 14, 2000, the '814 application issued as U.S. Patent No. 6,038,443. 

4. On April 10, 2000, Applicant received a Notice of Improper CPA Filing Under 37 
C.F.R. 1.53(d), dated April 10, 2000. This Notice stated that the request for a CPA 
was improper because it was filed after payment of the issue fee on the '814 
application. As a result the March 14, 2000, patent application was not granted the 
March 14, 2000, filing date. 

5. On June 2, 2000, Applicant's previous counsel filed a Petition Under § 1.181, 
requesting that the March 14, 2000, patent application be accorded the March 14, 
2000, filing date. A copy of the June 10, 2000, Petition is submitted as Attachment 1. 
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6. On August 9, 2001 , Applicant revoked the previous power of attorney, and appointed 
the undersigned counsel of record. 

7. As of the filing of the present petition, Applicant and the undersigned are unaware of 
any action having been taken on the June 10, 2000, Petition. 

Remarks 

Unless accorded the March 14, 2000, filing date, the March 14, 2000, patent application 
will not have copendency with (and thus cannot claim priority under 35 U.S.C. § 120 from) the 
'814 application. The '814 application claims priority back, through a series of applications, to 
an application filed on January 29, 1992. Applicant is understandably interested in preserving 
the right to claim priority back to this early filing date through the ' 8 14 patent application. 

Applicant submits that the June 10, 2000, Petition filed by Applicant's previous counsel 
was a timely request to be accorded the March 14, 2000, filing date. Applicant respectfully 
requests to be informed of the status of this petition. The Petitions Branch is invited to contact 
the undersigned by telephone if that would expedite consideration, or if additional information is 
needed. 

Moreover, as additional support for the relief requested in the June 10, 2000, Petition, 

Applicant further petitions under 37 CFR 1.182 to treat the March 14, 2000, patent application as 

having been filed as a continuation application under 37 CFR 1.53(b): 

A request for a CPA expressly abandons the prior application as of 
the filing date of the request for the CPA. See 37 CFR 1.53(d)(2)(v). 
Therefore, where the prior application [here, the '814 application] is not to 
be abandoned, any continuation or divisional application must be filed 
under 37 CFR 1.53(b). If applicant wants the PTO to disregard a 
previously filed request for a CPA (and not recognize its inherent request 
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to expressly abandon the prior application) and to treat the paper as the 
filing of an application under 37 CFR 53(b), the applicant must file a 
petition under 37 CFR 1.182. 



M.P.E.P. § 201.06(d) (emphasis added). 

For the foregoing reasons, Applicant respectfully requests that the PTO disregard the 
previous request for a CPA, and to treat the March 14, 2000, patent application as having been 
filed on that date under 37 CFR 53(b). 



A check for the fee ($130) required by 37 CFR 1 .17(h) is enclosed. Please charge 



any additional fees, or make any credits, due in connection with this response to Deposit 
Account No. 06-1050, reference 10200-007002. 



Fish & Richardson P.C. 

225 Franklin Street 

Boston, Massachusetts 021 10-2804 

Telephone: (617) 542-5070 

Facsimile: (617)542-8906 

20306663.doc 
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Patent Application Serial No: !;- ; V Filed: ^ Z\'rC 

Patent No. Issued: 

Express Mail Certificate, Label No. 

Transmittal Letter Small Entity Form Declaration/Power of Attorney 

Specification, number of pages Notice to File Missing Parts 

Claims, Independent Multiple Dependent 

Abstract Sheets of Drawings Petition to Make Sp< 
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Commissioner of Patents and Trademarks 
Washington, D.C. 2023 1 



EXPRESS MAIL CERTIFICATE 



Express Mail Label Number: EL492496788US 
Date of Deposit June 2, 2000 

I hereby certify that the following attached paper and fee: 

Check in the Amount of $130 
Petition under §1.181 
Exhibits A - E 

as being deposited with the United States Postal Service "Express Mail Post Office to 
Addresse" service under 37 CFR 1 . 10 on the date indicated above and is addressed to the 
Commissioner of Patents and Trademarks, Washington, D.C. 20231. 




William B. Ritchie, Esq. 
Attorney for Applicant 
Reg. No. 33,118 
43 Jackson Street 
Concord, NH 03301 
603-225-5212 
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Applicant hereby petitions under 37 TFR si ici ,u 
2000 be granted ,o above -idemifieation apptaion § ' ' ng **= ° f MarCh 1 4 ' 
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issue o„ M March% 2 Z'0^S A" 1 ™' ""'^ ^ N °' « 3 M43 w» U ,d 

ARGUMENT 




applications are merely terms of administrative convenience and the bottom line is that, 
no matter what term is used to describe a continuing application, that application is 
entitled to benefit of the filing date of an earlier application as to common subject matter. 
The subject matter and the inventorship of this application are identical to the '433 
patent. 

It is also well established law that the entire '443 patent may be incorporated by 
reference, thereby providing a complete written description, claims, and drawings. See, 
MPEP 608.0 l(p)(B). Mr. Luneau was also named as the inventor in both applications. 
Therefore, this application was complete as required under 1.53(b) and should have been 
accorded the March 14, 2000 filing date, despite the inadvertent use of the term "CPA". 

In light of the above, the applicant respectfully requests that the decision in the 
Notice dated April 4, 2000 be reversed and the filing date of March 14, 2000 be granted 
the above-referenced patent application. 




William B. Ritchie, Esq. 
Attorney for Applicant 
Reg. No. 33,118 
43 Jackson Street 
Concord, NH 03301 
603-225-5212 
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DATE MAILED: 



NOTICE OF IMPROPER CPA FILING UNDER 37 CFR 1.53(d) 
No Filing Date Granted 



The Continued Prosecution Application (CPA) request deposited on is improper under 37 CFR 1.53(d) and 

has not been granted a filing date for reason(s) indicated below: r 

Any assertions that the above-mentioned CPA request is proper under 37 CFR 1.53(d) must be by way of petition directed to 
the attention of the Office of Petitions. Any such petition must be accompanied by the $130.00 petition fee (37 CFR 1.1 7(i)). 
If the petition alleges that no defect exists, a request for refund of the petition fee may be included in the petition. 

A petition under 37 CFR 1.53(e) as discussed above must be submitted within TWO MONTHS of the date of this notice 
(37 CFR 1. 181(f)). THIS TIME LIMIT MAY NOI BE EXTENDED PURSUANT TO 37 CFR 1 .136. Failure to timely file a petition 
under 37 CFR 1.53(e) will result in the CPA request being retained in the file of the prior application but treated as never having 
been filed, in which case applicant may request a refund of the CPA filing fee (if submitted) less the $130.00 handlincffee 
(37 CFR 1.21(n)). 

□ 1 . The prior application is not a complete (37 CFR 1 .51 (b)) application or the national stage of a PCT international 
application that is in compliance with 35 U.S.C. 371 . 



J, 



The request for a CPA w^sjipt file/d before the payment of the issue fee on the prior application. The issue fee was paid on 
the prior application on_ 



vas not tiled betoi 



□ 3. The request for a CPA was not filed before the abandonment of, or termination of proceedings on, the prior application. 

The prior application was abandoned, or proceedings terminated on . 

□ 4. A petition for an extension of time under 37 CFR 1.136(a) accompanied by the appropriate fee (37 CFR 1.17(a)) 

are necessary to establish copendency between the prior application and this CPA request. 

□ 5. OTHER: 
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APPARATUS 
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ABSTRACT 



A calling party announcement apparatus that provides the 
identity of the caller in synthesized human speech. The 
invention captures the Incoming Caller Line Identification 
(ICUD) signal sent by the telephone company. The inven- 
tion announces the calling party's identity to the called party 
through a built-in speaker and over the telephone receiver. 
The called party can elect to accept or reject the call before 
the telephone company central office has connected the two 
parties together. The invention makes it possible to screen 
incoming telephone calls without the aid of a special Caller 
ID telephone set or auxiliary Caller ID display terminal. The 
invention is installed in the customer premises, such as a 
residence or office, between the telephone line demarcation 
point and the telephone sets. The invention is compatible 
with any standard telephone set and subscriber trunks pro- 
visioned with the Caller ED enhanced customer feature. One 
of the most important features of the invention is its ability 
to deliver a vocalized announcement of the caller's identity 
over a standard telephone set's receiver without the call 
having actually been declared answered' by the telephone 
company, and without the caller having been cut through. 
The call is not considered "answered" nor is it billed by the 
telephone company unless the called party or a telephone 
answering device, such as an answering machine, accepts 
the call. 

14 Claims, 6 Drawing Sheets 
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Docket No. 1090-006 
Express Mail No. EL384499714US 



Assistant Commissioner for patents 
Box CPA 

Washington, D.C. 2023 1 

CONTINUED PROSECUTION APPLICATION 
REQUEST TRANSMITTAL 



Transmitted herewith for filing is the patent application of David J. Luneau for: 
CALLING PARTY ANNOUNCEMENT APPARATUS. This application is a continued 
prosecution application of U.S. Patent Application Serial No. 08/660,814, filed June 10, 
1996. 



Papers enclosed are: 
Post Card 

Express Mail Certificate RECEIVED 

Fee Calculations: AUG 2 9 2001 

Regular application - small entity 

Total Claims - 0 Extra OFFICE OF PETITION! 

Independent Claims - 0 Extra 
Multiple Dependant Claims - None 

The application is being filed without the filing fee. In that the specification, claims and 
name of the actual inventors has been provided, pursuant to 37 C.F.R. § 1 .53 (b), the 
enclosed application should be accorded to the Express Mail Certificate date under 37 
C.F.R. §1.1 0(c). 



Respectfully submitted, 



William B. Ritchie 
Attorney for Applicant 
Reg. No. 33,118 
43 Jackson Street 
Concord, NH 03301 
603-225-5212 
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In re application of 
Luneau, David J. 
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Filed: June 10, 1996 

For: CALLING PARTY ANNOUNCEMENT 
APPARATUS 

Assistant Commissioner for Patents 
Box CPA 

Washington, D.C. 20231 

EXPRESS MAIL CERTIFICATE 

Express Mail Label Number: EL384499714US 
Date of Deposit ^/V^QO 

I hereby certify that the following attached paper and fee: 

Continued Prosecution Application Request Transmittal 

as being deposited with the United States Postal Service "Express Mail Post Office to 
Addresse" service under 37 CFR 1.10 on the date indicated above and is addressed to the 
Assistant Commissioner of Patents and Trademarks, Washington, D.C. 2023 1 . 
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AUG 2 9 2001 
OFFICE OF PETITIONS 
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ATTORNEY DOCKET NO/TITLE 



DATE MAILED: 



NOTICE OF IMPROPER CPA FILING UNDER 37 CFR 1.53(d) 
No Filing Date Granted 



The Continued Prosecution Application (CPA) request deposited on Js improper under 37 CFR 1.53(d) and 

has not been granted a filing date for reason(s) indicated below: 

Any assertions that the above-mentioned CPA request is proper under 37 CFR 1.53(d) must be by way of petition directed to 
the attention of the Office of Petitions. Any such petition must be accompanied by the $130.00 petition fee (37 CFR 1.1 7(i)). 
If the petition alleges that no defect exists, a request for refund of the petition fee may be included in the petition. 

A petition under 37 CFR 1.53(e) as discussed above must be submitted within TWO MONTHS of the date of this notice 
(37 CFR 7. 181(0). THIS TIME LIMIT MAY NQI BE EXTENDED PURSUANT TO 37 CFR 1 .136. Failure to timely file a petition 
under 37 CFR 1.53(e) will result in the CPA request being retained in the file of the prior application but treated as never having 
been filed, in which case applicant may request a refund of the CPA filing fee (if submitted) less the $130.00 handling fee 
(37 CFR 1.21 (n)). 

□ 1. The prior application is not a complete (37 CFR 1.51(b)) application or the national stage of a PCT international 
application that is in compliance with 35 U.S.C. 371. 



2. The request for a CPA was ntt filed before the payment of the issue fee on the prior application. The issue fee was paid on 
the prior application on ( 3j 12lL3JjL ♦ 

□ 3. The request for a CPA was not filed before the abandonment of, or termination of proceedings on, the prior application. 

The prior application was abandoned, or proceedings terminated on_ . 

□ 4. A petition for an extension of time under 37 CFR 1.136(a) accompanied by the appropriate fee (37 CFR 1.17(a)) 

are necessary to establish copendency between the prior application and this CPA request. 

□ 5. OTHER: _ 



A copy of this notice MUST be returned with the reply. 



Direct ariy questions about this Notice to: 



Examining Group . 
(703) .ink- S L i 2>^ 
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